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DETAILED ACTION 

Claim Rejections - 35 USC §112 

1. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. Claims 35 and 42 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 

(a) In claim 35, no disclosure can be found to support the limitation "with R at the 
3-position." 

(b) In claim 42, no disclosure can be found for the olefin being "C 4+ olefin." 

3. Claims 28 and 31 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

The term "bulky" is indefinite because it cannot be determined which substituent 
groups applicants consider to be bulky. 
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Remarks on Claim Interpretation 

4. The limitation in claims 26 and 48 that R" is a bridge which contains "at most one 
carbon atom" is interpreted consistent with page 12, lines 14-16, wherein it is clear that 
the moiety which is limited to one carbon atom is the linear chain of atoms which 
connects the two rings. 

The claims separately distinguish cyclopentadienyl, indenyl and fluorenyl groups, 
and such use is understood to mean that these are non-overlapping entities. For 
example, claim 26 recites that structure II includes a Cp group which is a 
cyclopentadienyl ring, and is interpreted to comprise a C 5 aromatic group which is not 
an indenyl or fluorenyl group. Although the Cp group may be substituted, the 
substituents may not be joined to form an indenyl or fluorenyl group, because the Cp 
group would then no longer be considered as a cyclopentadienyl group. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

6. Claims 26, 33, 36, 37, 40, 44, and 47-49 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Weng et al. (WO 99/29742). 

The reference discloses in Examples 1-3 the making of propylene macromers 
using a metallocene catalyst, followed by copolymerization of said macromers with 
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propylene to make a branched isotactic polypropylene, including all claimed limitations. 
Although the reference has not mentioned the beta-alkyl elimination mechanism as 
recited in the instant claims, the reference method uses the same method of obtaining 
the macromers as set forth in applicant's specification, and therefore at least a non-zero 
amount of said mechanism would appear to exist in the reference method. The burden 
of proof is shifted to applicants to show otherwise. 

7. Claims 26, 33, 36, 37, 39, 42-44, and 47-49 are rejected under 35 U.S.C. 102(b) 
as being anticipated by Weng et al. (WO 98/34971). 

The reference discloses in Examples 1-6 the making of ethylene macromers 
using a metallocene catalyst, followed by copolymerization of said macromers with 
propylene to make a branched isotactic polypropylene, including all claimed limitations. 
Although the reference has not mentioned the beta-alkyl elimination mechanism as 
recited in the instant claims, the reference method uses the same method of obtaining 
the macromers as set forth in applicant's specification, and therefore at least a non-zero 
amount of said mechanism would appear to exist in the reference method. The burden 
of proof is shifted to applicants to show otherwise. 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claims 41, 45 and 46 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Weng et al. (WO 99/29742). 

The parent claims are discussed with respect to this reference above. Although 
the cited examples have not used the claimed embodiments, all are recommended as 
alternatives, and therefore one of ordinary skill in the art would be motivated to use 
same in methods analogous to the working examples. For operating the process in one 
reaction zone or in series, see page 21 , lines 1 3-1 5; for operating temperatures of at 
least 100°C, see page 20, lines 20-22, and the line bridging pages 20 and 21 . 

1 0. Claims 41 , 45 and 46 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Weng et al. (WO 98/34971 ). 

The parent claims are discussed with respect to this reference above. Although 
the cited examples have not used the claimed embodiments, all are recommended as 
alternatives, and therefore one of ordinary skill in the art would be motivated to use 
same in methods analogous to the working examples. For operating the process in one 
reaction zone or in series, see page 20, lines 17-19; for operating temperatures of at 
least 100°C, see page 19, lines 26-28, and page 20, lines 3-6. 

1 1 . Claims 27, 29, 30, 32, 34, and 38 are objected to as being dependent upon a 
rejected base claim, but would be allowable if rewritten in independent form including all 
of the limitations of the base claim and any intervening claims. 
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12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Roberto Rabago whose telephone number is (571) 272- 
1 109. The examiner can normally be reached on Monday - Friday from 8:00 - 4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wu can be reached on (571 ) 272-1 114. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Roberto Rabago/ 
Primary Examiner 
Art Unit 1796 

RR 

September 24, 2008 



